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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.Sd 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937. 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-12 provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-12, respectively of 
copending Application No. 10/077.182. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because both applications are drawn to 
a: creation unit basket of securities for a first fund having a basis that is substantially 
the same basis as a creation unit basis for a second fund that is traded on a second 
marketplace in a different country than that of the first fund; and 
delivering a prescribed, number of shares to account for cash that may be owed 
between the agent and the participant. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-12 are rejected under 35 U.S.C. 112. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 is rejected under 35 U.S.C. 112. second paragraph, as being incomplete 
for omitting essential steps, such omission amounting to a gap between the steps. See 
MPEP § 2172,01 . The omitted steps are: how is the financial product produced? 

The term "substantially" in claims 1, 7 and 12 is a relative term which renders the 
claim indefinite. The term "substantially" js not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of ordinary 
skill in the art would not be reasonably apprised of the scope of the invention. How is 
"substantially the same basis" measured? 

The term "may be" in claims 2,4 and 8 is indefinite. Is the cash required or not? 

Claims 3 and 9 recite conditional language (i.e., "wherein if the cash is a positive 
amount the agent....") without sufficiently providing one of ordinary skill instructions for 
proceeding in the event that the condition fails. What happens if the cash is a negative 
amount? The claim also expresses discretionary language (i.e., "the agent at its 
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option"). Thus, giving the claims their broadest reasonable interpretation there is not a 
positive limitation or requirement that anything is done. See MPEP §2111. 

The term "small amount" in claims 4 and 10 is a relative term which renders the 
claim indefinite. The term "small amount" is not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of ordinary 
skill in the art would not be reasonably apprised of the scope of the invention. How is a 
"small amount of cash' measured? 

Dependent claims 2-6, 8-1 1 and 13 are further rejected based on the same 
rationale as the claims from which they depend. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
.forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art. and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Gastineau, US Pub. No. 2001/0025266 in view of "Exchange traded funds— the wave of 

the future ?," by Stuart M. Strauss. The Investment Lawyer . Englewood Cliffs: Apr. 

2000. Vol. 7, Iss. 4. 

Re Claim 1 : Gastineau discloses a method of producing shares of a first fund that is 
traded on a first marketplace, the method comprising: 

delivering by a market participant to an agent for the first fund, a creation unit basket of 
securities having a basis that is substantially the same basis as a creation unit basis for 
a second fund that is traded on a second marketplace in a different country than that of 
the first fund (Gastineau. [0001] [0002] [0003] [0004]). 

Gastineau fails to explicitly disclose: 
delivering a prescribed number of shares in the first fund to the market participant, in 
exchange for the creation unit basket of securities and a second, number of shares in 
the second fund to account for cash that is owed by the agent to the participant. 

Strauss discloses: 
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delivering a prescribed number of shares in the first fund to the market participant, in 
exchange for the creation unit basket of securities and a second, number of shares in 
the second fund to account for cash that is owed by the agent to the participant 
(Strauss, pgs. 1-3). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Gastineau by adopting the teachings of 
Strauss to provide a method further comprising delivering a prescribed number of 
shares in the first fund to the market participant, in exchange for the creation unit basket 
of securities and a second, number of shares in the second fund to account for cash 
that is owed by the agent to the participant. 

As suggested by Strauss one would have been motivated to ensure that shares 
are purchased at NAV. 

Re Claim 7: Gastineau discloses a computer program product residing on a computer 
readable medium, for administrating a financial product that has shares which are 
traded in a first marketplace the product based on a creation unit basket of securities 
having a basis that is substantially the same basis as the creation unit basis for a 
second financial product that is traded on a second marketplace in a different country 
(Gastineau, [0001] [0002] [0003] [0004]), the computer program product comprising 
instructions for causing a processor to: 

Gastineau fails to explicitly disclose: 
determine a second, number of shares in the second fund to account for cash that is 
owed by the agent to the participant to allow the agent to deliver second, number of 
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shares in the second fund in lieu of the cash and a prescribed number of shares in the 
first fund to the market participant in exchange for the creation unit basket. 
Strauss discloses: 

determine a second, number of shares in the second fund to account for cash that is 
owed by the agent to the participant to allow the agent to deliver second, number of 
shares in the second fund in lieu of the cash and a prescribed number of shares in the 
first fund to the market participant in exchange for the creation unit basket (Strauss, 
pgs. 1-3). 

Intended Use: The claim makes several intended use statements which do not 
carry patentable weight (i.e., "a computer program product residing on a computer 
readable medium for"; "instructions for"). What follows the statement of intended use 
(i.e., "for") does not carry patentable weight. The claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distiniguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

It would have been obvious to one of ordinary skill in the art at the tinrie the 
invention was made to modify the teachings of Gastineau by adopting the teachings of 
Strauss to provide a computer program product comprising instructions for causing a 
processor to: determine a second, number of shares in the second fund to account for 
cash that is owed by the agent to the participant to allow the agent to deliver second, . 
number of shares in the second fund in lieu of the cash and a prescribed number of 
shares in the first fund to the market participant in exchange for the creation unit basket. 
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As suggested by Strauss one would have been motivated to ensure that shares 
are purchased at NAV. 

Re Claim 12: Gastineau discloses a system, comprises: 

a computer (Gastineau, Fig. 1, [0009] [0010] [0020] [0021]); and 

a storage medium storing a computer program product for administrating a financial 

product that has shares which are traded in a first marketplace the product based on a 

creation unit basket of securities having a basis that is substantially the same basis as 

the creation unit basis for a second financial product that is traded on a second 

marketplace in a different country (Gastineau, abstract, [0010] [0020]), the computer 

program product comprising instructions for causing a processor to: 

Gastineau fails; to explicitly disclose: 
determine a second, number of shares in the second fund to account for cash that is 
owed by the agent to the participant to allow the agent to deliver second, number of 
shares in the second fund in lieu of the cash and a prescribed number of shares in the 
first fund to the market participant in exchange for the creation unit basket. 

Strauss discloses: 

determine a second, number of shares in the second fund to account for cash that is 
owed by the agent to the participant to allow the agent to deliver second, number of 
shares in the second fund in lieu of the cash and a prescribed number of shares in the 
first fund to the market participant in exchange for the creation unit basket (Strauss, 
pgs. 1-3). 
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Intended Use: The claim makes several intended use statements which do not 
carry patentable weight (i.e., "a storage medium storing a computer program product 
for"; "instructions for"). What follows the statement of intended use (i.e., "for") does not 
carry patentable weight. The claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Gastineau by adopting the teachings of 
Strauss to provide a computer program product comprising instructions for causing a 
processor to: determine a second, number of shares in the second fund to account for 
cash that is owed by the agent to the participant to allow the.agent to deliver second, 
number of shares in the second fund in lieu of the cash and a prescribed number of 
shares in the first fund to the market participant in exchange for the creation unit basket. 

As suggested by Strauss one would have been motivated to ensure that shares 
are purchased at NAV. 

Re Claims 2 and 8: Gastineau in view of Strauss disclosed the claimed 
method/computer program product supra and Strauss further discloses the 
method/computer program product comprising: 

calculating the amount of cash needed to be exchanged between agent and the 
participant to have first fund equate to second fund at the NAV at the close of trading in 
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second country to determine the cash that may be owed by the agent (Strauss, pgs. 1- 

3). 

Re Claims 3 and 9: Gastineau in view of Strauss disclosed the claimed 
method/computer program product supra and Strauss further discloses the 
method/computer program product wherein if the cash is a positive amount the agent at 
its. option can instead issue shares in the second country fund in lieu of cash (Strauss, 
pgs. 1-3). 

Re Claims 4 and 10: Gastineau in view of Strauss disclosed the claimed 
method/computer program product supra and Strauss further discloses the 
method/computer program product wherein a small amount of cash may be required to 
be exchange in either direction to equate the first country shares and second country 
shares (Strauss, pgs. 1-3). 

Re Claims 5,6 and 11: Gastineau in view of Strauss disclosed the claimed 
method/computer program product supra and Strauss further discloses the 
method/computer program product wherein the agent sets a maximum cash amount 
that it will give to participants (Strauss, pgs. 1-3); and 

wherein transactions that exceed the maximum amount will result in issuance of the 
second country fund shares along with the prescribed amount of first country shares 

(Strauss, pgs. 1-3). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 
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Bloom, US Pub. No. 2002/0091616 - eft; 
Gastineau, US Pat. No. 7,099,838 - etf; 
Gastineau, US Pat. No. 6,941,280 - etf; 

. "Critics Worry about risks of Exchange-Traded Funds," Wall Street Journal; New 
York, NY; Jul. 7, 2000; By Karen Damato and Aaron Lucchetti - etf.; and 

"Exchange-traded funds not for everyone," by Wilfred L Dellva. Journal of 
Financial Planning. Denver: Apr. 2001. Vol. 14, Iss. 4 - etf. 

Any inquiry concerning this communication or earlier communications frohi the 
examiner should be directed to Sara Chandler whose telephone number is 571-272- 
1 186. The examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Kramer can be reached on 571-272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only.* 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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